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DETAILED ACTION 

Response to Amendment 

Responsive to the Amendment filed October 27, 2009. Claims 18 and 31 were amended. Claim 
32 is new. Claims 1-17 and 30 remain withdrawn. Claims 18-23, 25-27 and 31-32 remain 
pending. 

Response to Arguments 

1 . Applicant's arguments have been fully considered but they are not persuasive. 

In the remarks, the Applicant argues with substance that amended claim 18 is tied to a 
particular machine, namely the data storage unit and thus satisfies the machine or 
transformation test set forth in Bilski. Also, the rejection of claim 18 has also been overcome 
with the addition of the outputting step. 

In response, the Examiner respectfully disagrees. The mere recitation of a data storage 
unit that maintains data or an outputting step is insufficient to overcome the 101 rejection. The 
Applicant is reminded that tying a claim to a specific machine or transformation must impart 
meaningful limits on the claim's scope and must not be merely "insignificant extra-solution" 
activity. The method steps are still not tied to a particular machine and therefore are non- 
statutory. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

3. Claims 18-23 and 25-27 are rejected under 35 U.S.C. 101. Based on Supreme Court 
precedent and recent Federal Circuit decisions, a 35 U.S.C § 101 process must (1) be tied to a 
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particular machine or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 
450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the particular machine to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is 
being transformed, for example by identifying the material that is being changed to a different 
state. 

Here, applicant's method steps are not tied to a particular machine and do not perform a 
transformation. Thus, the claims are n on -statutory. 

The mere recitation of the machine in the preamble with an absence of a machine in the 
body of the claim fails to make the claim statutory under 35 USC 101. Note the Board of 
Patent Appeals Informative Opinion Ex parte Langemyer et al. 
http://iplaw.bna.eom/jplw/500.0/gp 

00826000&searchid=6198805&doctvpeid=1&tvpe=court&mode=doc&spiit=0&scm=5000&pq=0 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 18-23, 25-27 and 32 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. In claim18, the newly amended 
limitations directed to electronic media units categorized in a data storage, maintaining 
a list and rental queue in a data storage unit and an outputting step that outputs the 
open buy quantity from a computer system appear to lack proper support in the 
applicant disclosure and therefore are deemed new matter. 



Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Claims 18-20, 25-27, and 31-32 are rejected under 35 U.S.C. 103(a) as being 



6. 



unpatentable over Hastings et al (6,584,450) in view of Mallon et al (US 2003/0004781) in 



further view of Carter (US 7,512,544). 
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7. As per claim 18, Hasting et al teach a method of managing distribution of electronic 
media units to a plurality of registered members, the electronic media units categorized in a data 
storage, said method comprising the computer- implemented steps of: 

maintaining, in a data storage unit, a list of said plurality of registered members (see at 
least column 1, lines 49-51); 

maintaining, in the data storage unit, a rental queue for each of said registered 
members, said rental queue including an array of order selection slots for designating different 
electronic media selected by a registered member (see at least column 4, lines 54-60, 
column 11, lines 31-46; order queue); 

listing for display, on the Internet for future rental an electronic media prior to a release 
date of said electronic media (column 1, lines 49-67, column 11, lines 20-46; users selects 
movies to rent, including not yet released movies); 

receiving from said plurality of registered members placements of electronic orders for 
future rental of said electronic media, wherein each of said registered members places an 
electronic order for said electronic media by adding said electronic media to their respective 
rental queues(see at least column 4, lines 54-60, column 11, lines 20-46); 

Hastings et al fail to teach determining pre-release rental demand for said electronic 
media by adding the number of electronic orders received from the plurality of registered 
members; calculating correlation characteristics between the pre-release rental demand of said 
electronic media with a pre-release rental demand of at least one previously released electronic 
media having similar pre-release demand, and determining a post-release demand for said 
electronic media using the calculated correlation characteristics and using the determined post- 
release demand, calculating an open-buy quantity of said electronic media to be purchased in 
advance of or upon the release date of said electronic media, outputting the open-buy quantity 
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of the electronic media from a computer system, wherein the open-buy quantity is determined to 
minimize a projected rental shortage in an early time period after the release date and to 
minimize a projected rental surplus in a period after the early time period. However, Mallon et al 
teach a method for predicting a measure of economic activity related to a rental movie. The 
economic activity predicted could be a number of, or monetary value of, sales or rentals during 
a period of time or at a point in time. The count generator counts the number of demand (see at 
least paragraphs [0042, 0065-0070, 0077]). Also, the prediction could be of a range in sale or 
rental price or of a rate of sales/rentals during a period of time or to predict an opening price, 
closing price (see paragraphs [0088, 0030]). Mallon et al also teach predicting a movies 
success by comparing the success of past movies with other movie information such as survey 
research (see paragraphs [0002-0003]). It would have been obvious to one of ordinary skill in 
the art at the time of the Applicant's invention to combine Hastings et al and Mallon et al 
because doing so would allow Hastings et al's system to predict rental demand prior to a 
movie's release in order to predict stock quantities needed and a rental price. 

Furthermore, Hastings fails to teach said calculation being performed using regression 
analysis. However, in the same field of endeavor, Carter et al teach forecasting logic that uses 
regression analysis. The demand history is regressed against a set of inputs to forecast future 
demand (see at least column 85, lines 20-42). It would have been obvious to one of ordinary 
skill in the art to combine Carter et al with Hastings-Mallon et al because doing so would allow 
for the needed quantity to be forecasted based on regression analysis of previous demand and 
current pre-release demand. 

8. As per claim 1 9, Hastings et al teach the step of assigning a priority status to said 
placement of order (column 11, lines 11-25, column 4, lines 54-67), but fails to teach said 
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priority status being assigned in accordance with a timing at which the placement of order was 
received . However, it would have been obvious to one of ordinary skill in the art to modify 
Hastings et al to include this feature becomes doing so would allow the system to order the 
items based on the time the order was made (first in first out order). 

9. As per claim 20, Hastings et al teach distributing said electronic media to said registered 
members (column 4, lines 19-21). 

10. As per claim 25, Hastings et al-Mallon et al teach determining a post-release sales 
demand for units of said electronic media (Mallon: paragraph [0088]). 

11. As per claim 26 Hastings et al-Mallon et al teach the step of tracking actual rental 
demand of the electronic media after its release date (Mallon: paragraph [0003, 0032, 0079]). 

12. As per claim 27, Hastings et al-Mallon et al teach determining an updated future rental 
demand of said electronic media units (Mallon: paragraph [0085]). 

13. As per claim 31, it contains similar limitations as claim 18 above, therefore is rejected 
under the same rationale. 

14. As per claim 32, Hastings et al-Mallon et al teach determining an actual post-release 
sales demand and an actual post-release rental demand for units of said electronic media; and 
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adjusting a sale price of the electronic media in response to the actual post-release sales 
demand and the actual post-release rental demand (see at least paragraphs [0042, 0065- 
0070, 0077]). 

15. Claims 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hastings 
et al in view of Mallon et al in further view of Carter and vet in further view of VanOrman (US 
Patent No. 7.085.727). 

16. As per claim 21 , Hastings et al fails to teach offering to said registered members the 
option to purchase the distributed unit of said electronic media unit. However, in the same field 
of endeavor VanOrman teach a movie rental system which allows customer the option to buy an 
overdue movie (column 6, lines 15-19, Fig 9). It would have been obvious to one of ordinary 
skill in the art to combine Hastings et al and VanOrman because doing so would provide 
customer the option to purchase the movie once overdue charges have reached the value of the 
movie. 

17. As per claim 22, Hastings et al fail to teach offering for future sale units of the listed 
electronic media. However, in the same field of endeavor VanOrman teach a movie rental 
system which allows customer the option to buy an overdue movie (column 6, lines 15-19, Fig 
9). It would have been obvious to one of ordinary skill in the art to combine Hastings et al and 
VanOrman because doing so would provide customer the option to purchase the movie once 
overdue charges have reached the value of the movie. 
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18. As per claim 23, Hastings et al fails to teach offering to the registered members 
discounts off of a purchase price. However, it would have been obvious to one of ordinary skill 
in the art to include this feature in Hastings et al because doing so would promote sales. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ramsey Refai whose telephone number is (571) 272-3975. The examiner 
can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ryan Zeender can be reached on (571 ) 272-6790. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Ramsey Refai 
January 31, 2010 
/Ramsey Refai/ 
Examiner, Art Unit 3627 



